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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 11-20, which are all of the clains pending
in this application.

BACKGROUND

Appellant's invention relates to a rubber vul cani zation
process. According to appellant, nitrosam nes production is
m nimzed in such a process via the use of an accel erating or

vul cani zi ng effective amount of a conpound having a group of
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formula RNCS- or RNS-, wherein both R groups are identica
CGH,, branched alkyl. Caim1l, the sol e independent claimon
appeal , is reproduced bel ow

11. A nethod for mnimzing the production of
nitrosam nes in the vul cani sation of rubber, the inprovenent
conprising incorporating an accel erating or vul cani sing
ef fective anount of a conpound including a group of the
formula RNCS- or RNS-, wherein the two R groups are identical
GH,, branched al kyl .

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Am don et al. (Am don) 3,674, 824 July 04,
1972

Mastromatteo et al. (Mastromatteo) 3,678,135 July
18, 1972

Clainms 11-20 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over Am don or, in a separately stated §
103 rejection, over Mastronmatteo.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant’s specification and
clainms, to the applied prior art references, and to the
respective positions articul ated by appellant and the

examner. In so doing, we find ourselves in agreenment with
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appellant’s position on the basis that the examner fails to
establish a

prima facie case of obviousness! for the clained subject
matter. Accordingly, we will not sustain the examner's
stated rejections.

The exam ner appears to rely on each of Am don and
Mastromatteo for describing classes of accel erati on conmpounds
for use in rubber vulcanization that are generic to the
limted subgenus/species of appellant. However, the exam ner
has not adequately expl ai ned how one of ordinary skill in the
art woul d have been |l ed to select an accel erati on conpound
corresponding to or wwthin the limted class of conpounds as
herein claimed fromthe teachings of the separately applied
ref erences.

We do not share the exam ner’s viewpoint regarding the
apparently applied per se rule of obviousness that “choosing
conpounds from a generic description would be obvious...”

(answer, page 4). As stated by the Federal Circuit in

1 W note that it is the examner who bears the initial burden of presenting a
prima facie case of obviousness in rejecting clains under 35 U.S.C. § 103. See Inre
Rijckaert, 9 F.3d 1531, 1532, 28 USP@d 1955, 1956 (Fed. Cir. 1993).
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In re Cchiai, 71 F. 3d 1565, 1572, 37 USPQ2d 1127, 1133 (Fed.
Cr. 1995), “reliance on per se rules of obviousness is
legally incorrect and nust cease.” Mreover, the nere
possibility that the prior art could be nodified such that
appellant’s process is carried out is not a sufficient basis
for a prima facie case of obviousness. See In re Brouwer, 77
F.3d 422, 425, 37 USPQ2d 1663, 1666 (Fed. G r. 1996). Al so,
see 8§ 2144.08 of the Manual of Patent Exam ni ng Procedure
(MPEP) (7th ed., Feb. 2000).

For the foregoing reasons, we find that the exam ner has
not established a prima facie case of obviousness. Because we
reverse on this basis, we need not reach the issue of the
sufficiency of the asserted secondary evidence (brief, pages
10-12). See In re Ceiger, 815 F.2d 686, 688, 2 USPQRd 1276,
1278 (Fed. Cir. 1987).

CONCLUSI ON

The decision of the exam ner i s reversed.

REVERSED

JOHN SM TH )
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